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Madrid Union – Future Contracting Parties 



Reform Program  

• New internal IT system 

• Processes  

• Examination documentation and communication 

• Fee project 

• Customer Service Project 
 



IT developments 

• E – filing 
• Web forms and the MPM – Madrid Portfolio Manager 
•  Information services 

• Global Brand Database 
• MGS – Madrid Goods & Services 
• MRS – Madrid Real Time Status 
• MEA – Madrid Electronic Alert 



E-filing of international applications 

•  International Registration Process 

Integration (IRPI): a pilot project, 

providing a framework for electronic 

filing that started in 2012 

•  E-filing is now available through the 

Benelux Office for IP 

•  National and International fees are 

paid in one set 



Web forms  

•  E-Subsequent designation:  
•  By entering an IRN, most mandatory 

data elements are provided 
automatically  

•  Easy to use: select the DCP, indicate 
the G&S and pay the fees by credit 
card or through a WIPO current 
account.  

•  Immediate acknowledgement of 
receipt 

•  Upcoming web forms 
•  Change in the name or address of the 

representative 
 



MPM – Madrid Portfolio Manager 

•  Online access to your international trademark portfolio: 
•  WIPO User account linked to an e-mail address 
•  International registrations linked to the same e-mail address 

•  Helpful when submitting new requests for recordal  



MGS – Madrid Goods & Services 

• Useful tool for applicants to prepare the list of G&S in a national, 
regional or international application 

• Nice Classification (updated) + pre-accepted terms by WIPO and many 
National Offices – to avoid irregularities or refusals 

• Madrid languages + 12 other searching languages available 



Global Brand Database 

• Over 13 million records relating to internationally-protected trademarks, etc. 

• Goal is to include all brand-related information from all sources 

• Unique in providing image-based search 

• Currently searches across multiple collections, including: 
•  Trademarks registered under Madrid System 
•  Appellations of Origin registered under Lisbon System 
•  Emblems protected under the Paris Convention 6ter  
•  Algeria, Australia, Canada, Denmark, Egypt, Estonia, Israel, Morocco, Oman, 

Singapore, Switzerland, UAE, US – with many more coming soon 



www.wipo.int 







Legal developments 



Continued processing 

New Rule 5bis  - “continue processing” in case of failure to meet one of the following time-
limits: 

•  Irregularities to be remedied by the applicant (R11(2) and (3)) 
•  Irregularities in relation to a request for the recording of a license (R20bis(2)) 
•  Irregularities in relation to a request for subsequent designation (24(5)(b))  
•  Irregularities in requests for recording of a change and for recording of a cancellation 

(R26(2))  
•  In relation to the date by which the second part of the individual fee must be paid (R34(3)

(c)(iii))  
•  Time limit in relation to a request that an international registration continue its effect in the 

successor State (R39(1)) 
Continue processing should be requested within two months from the expiry of the 
aforesaid time-limit and a fee has to be paid 
The applicant/holder would not have to diligence or that failure resulted from force majeure 



Partial Renewal 

• Currently: following a final decision granting partial protection (R 18ter), 
renewal is due for all the classes for which protection was initially 
requested. To avoid renewal for the refused classes, a limitation of the 
list of G&S is needed before renewal (Form MM6). 

•  From January 1, 2015: Following a final decision granting partial 
protection, the holder would be able to renew his international 
registration only for the G&S effectively protected (no need to record a 
limitation before renewal) 

   The holder would still be able to renew the entire list, upon express 
   statement and payment of the required fees 



Possible future developments 

Working Group (12th session) 



Proposals for the Working Group 

•  “Freeze” the Provisions in Articles 6(2), (3) and (4) of the Madrid 
Agreement and Protocol (Suspend the application of the 
dependency principle) 

•  Introduction of  Division or a Merger for international registrations 

• Discussion on Replacement 



Proposals for the Working Group 

•  Proposed amendments to the Common Regulations : 
1.  A remedy when failure to meet a deadline to send a communication to the 

International Bureau results from a disruption in electronic services 
2.  Voluntary description of the mark   
3.  Offices take note of replacement; and, 
4.  Subsequent designations: 

•  Examine for a reduced list of G&S 
•  Addressing the problem of missing declarations of intention to use the mark 

5.  Introduce a fee per limitation in an international registration, as a change or in a 
subsequent designation 

6.  Exemption from fees of certain recordings (Rule 36)  
7.  Facilitating the use of e-forms  
8.  Identifying designations  



Filing trends 

• Languages 
• Length of the lists 
•  Irregularities - Different classification practices  
• Limitations 
• Refusals 
• Grants of Protection 
• Fraudulent invoices 
 



Filing languages 

English; 78.8% 

French; 18.6% 

Spanish; 2.6% 



Length of the lists 
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International Applications - Irregularities 

2007" 2008" 2009" 2010" 2011" 2012" 2013" 2014"(June)"
With"errors" 14,194" 14,359" 10,185" 12,039" 14,138" 15,385" 16,736" 7,835"
Error"free" 25,760" 27,712" 25,667" 27,629" 28,110" 28,624" 30,137" 15,844"
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International Applications - Irregularities 

Total Number of International Applications: 31.429 ( January - June 2014) 

Error"Free;"15,844;"
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33%"



Breakdown of Irregularity letters in the Madrid 
system (January – June 2014) 

International applications filed 23,679 
Total Number of Errors 7,835 
Total Number of Irregularity Letters 8,349 

Errors"related"to"Rule"12"
(ClassificaKon);"562;"7%"

Errors"related"to"Rule"13"
(IndicaKons"of"G&S);"

2,926;"35%"

Errors"related"to"Rule"
11(3)"(Fees);"2,229;"26%"
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Breakdown of Irregularity letters in the Madrid 
system 

2007" 2008" 2009" 2010" 2011" 2012" 2013" 2014"(June)"
Total"leSers" 15,618" 16,071" 11,456" 13,683" 15,907" 17,738" 18,651" 8,349"
Rule"12" 1,799" 1,678" 1,114" 1,342" 1,279" 1,835" 1,585" 562"
Rule"13" 3,801" 4,099" 2,710" 3,659" 5,263" 5,021" 5,750" 2,926"
Fees" 3,888" 4,808" 3,976" 4,098" 4,211" 4,312" 4,778" 2,229"
Other" 1,565" 1,514" 1,228" 1,364" 1,307" 1,660" 1,426" 561"
MulKple" 4,565" 3,972" 2,428" 3,220" 3,847" 4,910" 5,112" 2,071"
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Limitations 2000 – 2012 

2000" 2001" 2002" 2003" 2004" 2005" 2006" 2007" 2008" 2009" 2010" 2011" 2012"
ApplicaKons"With"Lim." 497" 653" 788" 850" 1,294" 2,513" 3,035" 3,597" 3,680" 3,148" 3,436" 3,980" 4,141"

Sub."Design."With"Lim." 406" 572" 554" 939" 1,384" 1,365" 1,588" 1,755" 1,853" 1,904" 1,592" 2,248" 2,892"

LimitaKons" 808" 1,076" 1,080" 1,740" 1,856" 1,777" 2,033" 2,301" 3,019" 4,379" 2,948" 3,533" 5,463"
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Limitations 

January" February" March"" April"" May" June"
ApplicaKons" 4,064" 3,671" 4,138" 4,029" 4,189" 3,541"
ApplicaKons"with"at"least"1"limitaKon" 417" 442" 440" 438" 407" 408"
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Refusals 

2010" 2011" 2012" 2013" June,"2014"
Individual"DesignaKons"" 299,476" 323,855" 328,022" 351,526" 162,215"
Refusals" 75,798" 73,051" 77,726" 84,757" 42,522"
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Time-limit to reply to a provisional refusal 

Top 10 dCP in 2013 Nº of 
designations 

Nº of provisional 
refusals  

Time limit for 
provisional refusals 

Time limit to respond to an ex-officio provisional refusal 

China 20.275 6.435 after the 18-month 15 days, from the date on which the holder/representative, received from the 
IB the notification of refusal 

Russian Federation 18.239 6.765 12 months 6 months, from the date of the notification of provisional refusal sent by the 
Office to the applicant 

European Union 17.598 2.340 18 months 2 months 

United States of America 17.322 17.629 after the 18-month 6 months, from WIPO's notification to the holder 

Switzerland 13.215 1.808 18 months 
5 months in case of provisional refusal on absolute grounds or both absolute 
and relative grounds and  3 months  if  only on relative grounds, always from 

date of issue of notification by the Swiss Office (extendable) 

Japan 13.179 7.890 18 months 3 months, from date of issue of notification of provisional refusal (extendable) 

Australia 11.675 3.455 after the 18-month 15 months (extendable for further 6 months) 

Republic of Korea 10.967 6.478 after the 18-month 2 months (extendable) 

Turkey 9.838 2.393 after the 18-month 2 months 

Ukraine 9.589 1.272 after the 18-month 3 months, from the date of issue of the notification by the Office (extendable) 



Statements of Grant of Protection 

2010" 2011" 2012" 2013" June,"2014"
Individual"DesignaKons"" 299,476" 323,855" 328,022" 351,526" 162,215"
Grants"of"ProtecKon" 81,037" 162,569" 179,176" 200,831" 99,796"
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Designations, granted and refused 

2009" 2010" 2011" 2012" 2013"
DesiganKons" 267,331" 261,105" 323,855" 328,019" 351,526"

Pending" 76,754" 104,270" 88,235" 71,117" 65,938"

Refusals"(total"or"parKal)" 79,336" 75,798" 73,051" 77,726" 84,757"

Grants"of"protecKon" 111,241" 81,037" 162,569" 179,176" 200,831"
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Fraudulent invoices 
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